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DETAILED ACTION 
Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1, 12-14, 19, 20, 22, and 27-32, drawn to a method for measuring nucleic 
acids, classified in class 435, subclass 6. 

II. Claims 2-11, 15, 21, and 23-26, drawn to nucleic acid probe, classified in 
class 536, subclass 24.3. 

III. Claims 16-18, and 33-45, drawn to computer methods of DNA analysis, classified 

in class 702, subclass 20. 
2. Inventions in Group II and Groups I and III are related as product and process of use. 
The inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the nucleic acid probe of Group II could be 
used in the analysis method of Group I, in the computer methods of Group II, in fluorescence in 
situ hybridization methods, in chromosome karyotyping methods, or in DNA purification 
methods. 

3. Inventions in Group III and in Group I are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
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subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because claim 16 relies solely on the data generated by claim 1 and does not rely upon 
any of the methodologic steps. That is, the patentability of the data analysis method cannot rest 
upon the reliance upon claim 1 since claim 1 simply provides data, which is does not import a 
limitation from claim, and therefore, the patentability must rest upon the actual method steps of 
claim 16. The subcombination has separate utility such as shown by the fact that it is separately 
claimed. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

5. A telephone call was made to Daniel Perreira on October 19, 2000, to request an oral 
election to the above restriction requirement, but did not result in an election being made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
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amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(i). 



should be directed to Jeff Fredman, Ph.D. whose telephone number is (703) 308-6568. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
W. Gary Jones, can be reached on (703) 308-1 152. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center receptionist whose telephone number is (703) 308-0196. 

Papers related to this application may be submitted to Technology Center 1600 by 
facsimile transmission via the P.T.O. Fax Center located in Crystal Mall 1 . The CM1 Fax Center 
numbers for Technology Center 1600 are either (703) 305-3014 or (703) 308-4242. Please note 
that the faxing of such papers must conform with the Notice to Comply published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). 
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Primary Patent Examiner 
Art Unit 1655 
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